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DETAILED ACTION 
Double Patenting 

1. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded In public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CGPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528. 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 18 and 21-40 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 3-6 of copending 
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Application No. 10/911,038. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because of the same reason made of record in 
item 13 on page 10 of OA. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1-4, 7-9 and 29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by USPN 6,479,573 B2 to Burdick (hereinafter 'Burdick'). 

Burdick discloses an aqueous suspension, that can be used as a thickening an 
aqueous system such as an oil well drilling mud. said aqueous suspension comprising 
water, a salt(s) including a carbon-containing salt, xanthan gum as a stabilizer, a water- 
soluble polymer and/or a co-suspended thickening polymer, such as 
hydroxyethylcellulose (nonionic), hydrophobically-modified hydroxyethylcellulose and 
carboxymethylcellulose; wherein the most preferred carbon-containing salts are sodium 
formate, potassium formate or mixtures thereof . (Abstract; Col. 3, lines 33-40; col. 4, 
lines 35-37 and 63-67; col. 5, lines 15-25 and 44-59; col. 14, lines 1-50; See e.g., 
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Examples 2-3 disclosing a suspension containing hydroxyethylcellulose and xanthan 
gum in a sodium formate aqueous solution; Example 4 disclosing using the suspension 
of Example 3 as a thickening agent) The suspension can contain one carbon- 
containing salt or a mixture of salts that can include inorganic salts. (CoL 4, lines 19-48) 

Burdick further discloses that the carbon-containing salt can be present in up to 
about 45% by weight of the suspension, the polymer(s) about 5 to 30% and water about 
40 to 85%. Thus, the concentration of the salt(s) in solution can be as high as 55%. 
(Col. 4, lines 48-63; col. 13, lines 54-58) 

Although Burdick does not specifically disclose the "true crystallization 
temperature (TCT), API 13 J" property for the aqueous suspension, because the 
aqueous suspensions disclosed by Burdick and encompassed by the instant claims are 
the same, then Burdick's aqueous suspension and that recited in the instant claims 
must inherently posses the same physical properties, such as TCT. 

Thus, the claims are anticipated by Burdick. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaliy disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
United States Patent Number (USPN) 6,239,081 to Korzilius et al., hereinafter 
'Korzilius'. 

Korzilius teaches certain drilling fluids. Drilling fluids taught include potassium 
formate, especially at 30 to 100% saturation, and other components such as cellulose 
ethers like hydroxyethyl cellulose and carboxymethyl and carboxymethylhydroxyethyl 
cellulose (see column 1, line 60 to column 2, line 40). The examples show 50% and 
70% solutions of potassium formate and either carboxymethyl or 
carboxymethylhydroxyethyl cellulose. See Table III at page 6 of the specification for 
corresponding densities and TCT for these formate solutions. Note that the recitation 
concerning 70 deg F in claims 7-10 and 12-1 "6 is taken as a product by process type 
limitation. In any case, 70 deg F is at or near usual ambient temperature and is not seen 
as distinguishing. 

As to claims 18-21, the introducing step is implied in the uses taught. Note that 
brines of some sort are naturally occurring in well bores. Examiner notes that clay is an 
optional component of Korzilius. 

Moreover, it would have also been prima facie obvious to combine two formate 
solutions (e.g., sodium formate and potassium formate) for the same purpose (cellulosic 
suspension) to form a resultant suspension to be used for the very same purpose. 
"[T]he idea of combining them flows logically from their having been individually taught 
in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 
1980) Applicant has not provided any evidence regarding the criticality of sodium 
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formate being less than 25% of tlie total alkali formate component to patentably 
distinguish the instant claims from the prior art. 

Generally, differences in weight/volume percentages ranges will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such ranges is critical. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 
1980). InreAller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In re 
Hoeschele, 406 F.2d 1403. 160 USPQ 809 (CCPA 1969). 

Thus, the claims are unpatentable over Korzilius. 
7. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
European Patent Application Number 482 533 A2 to AQUALON (hereinafter 
'AQUALON'). 

Examiner notes that amended claim 1 limits the alkali formate to be about 40 to • 
about 75 weight percent of the solution, whereas the cellulosic polymer is limited to 
about 1 0 to about 23 weight percent of the suspension, 

AQUALON discloses a fluidized aqueous suspension, that can be used in oil and 
gas recovery applications, prepared by the addition of 15% by total suspension weight 
of a polymer to a concentrated sodium formate solution containing xanthan gum as a 
suspension stabilizer; wherein the polymer can be a nonionic cellulosic polymer, such 
as hydroxyethylcellulose and derivatives thereof, and the concentrated formate solution 
|s greater than 30 percent by weight of the total suspension. (See Abstract; page 2, 
lines 1-2, 9-18 and 39-49) 
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In the table on page 2, lines 28-38, AQUALON discloses a fluid suspension of 
hydroxyethylcellulose in 55% sodium formate by weight of the solution of water and 
sodium fonvate. In Example 1 on page 3, lines 25-35, a fluidized polymer suspension is 
disclosed containing about 15% by suspension wt. of hydroxyethylcellulose and 0.15% 
wt. xanthan gum in about 55% by weight of the solution of concentrated sodium 
formate. 

Although AQUALON does not specifically disclose the "true crystallization 
temperature (TCT), API 13 J" property for the aqueous suspension, because the 
aqueous suspensions disclosed by AQUALON and encompassed by the instant claims 
are the same, then AQUALON's aqueous suspension and that recited in the instant 
claims must inherently posses the same physical properties, such as TCT. 

Moreover, it would have also been prima facie obvious to combine two formate 
solutions (e.g., sodium formate and potassium formate) for the same purpose (cellulosic 
suspension) to form a resultant suspension to be used for the very same purpose. 
"[T]he idea of combining them flows logically from their having been individually taught 
in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 
1980) Applicant has not provided any evidence regarding the criticality of sodium 
formate being less than 25% of the total alkali formate component to patentably 
distinguish the instant claims from the prior art. 

Generally, differences in weight/volume percentages ranges will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such ranges is critical. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 
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1980). In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In re 
Hoeschele, 406 F.2d 1403. 160 USPQ 809 (CCPA 1969). 

Thus, the claims are unpatentable over AQUALON. 
8. Claims-1-4, 7-9, 12, 14, 15, 18, 19 and 21-40 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Burdick in view Boatman. 

Burdick was discussed above in paragraph #4. Burdick does not disclose a 
method for thickening a brine during oil/gas recovery by introducing the suspension to a 
brine or using a mixture of sodium formate with potassium formate and/or cesium 
formate. 

Boatman was discussed above in paragraph #9. 

Accordingly, it would have been obvious to a person of ordinary skill in the art at 
the time that the invention was made to manipulate the alkali formate salt content (and, 
thus, the density) of Burdick's suspension and add it to a brine-based drilling fluid (such 
as Boatman's calcium chloride or calcium bromide drilling fluids) to thicken the drilling 
fluid. One of ordinary skill in the art would have been motivated to do so by the 
teachings in Boatman to attain an optimized density for the resultant brine-based drilling 
fluid that would be appropriate for a particular drilling operation condition, including 
under hazardous and extreme temperature/pressure conditions, and that is, 
furthermore, environmentally friendly. 

Moreover, it would have also been prima facie obvious to combine two formate 
solutions (e.g., sodium formate and potassium formate) for the same purpose (cellulosic 
suspension) to form a resultant suspension to be used for the very same purpose. 
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"[TJhe idea of combining tliem flows logically from their having been individually taught 
in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069. 1072 (CCPA 
1980) Applicant has not provided any evidence regarding the criticality of sodium 
formate being less than 25% of the total alkali formate component to patentably 
distinguish the instant claims from the prior art. 

Generally, differences in weight/volume percentages ranges will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such ranges is critical. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 
1980). In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In re 
Hoeschele, 406 F.2d 1403, 160 USPQ 809 (CCPA 1969). 

Thus, the claims are unpatentable over Burdick and Boatman. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Figueroa whose telephone number is (571) 272- 
8916. The examiner can normally be reached on Mon-Thurs & alt. Fri 8:00-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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